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DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statement filed 3 1 August, 2006 fails to comply with 37 CFR 
1.98(a)(2), which requires a legible copy of each cited foreign patent document; each non-patent 
literature publication or that portion which caused it to be listed; and all other information or that 
portion which caused it to be listed. It has been placed in the application file, but the information 
referred to therein has not been considered. 



Claim Objections 

2. Claims 18-51 are objected to because of the following informalities: Independent claims 
18-22, 43 and 49-51 recite the transitional phrase "having." The use of this transitional phrase 
does not allow one of ordinary skill in the art to determine the scope of the claims and what 
additional components or steps, if any, are excluded from the scope of the claim. The transitional 
phrases "comprising," consisting of," and "consisting essentially of better define the scope of 
claims, and are suggested as more acceptable alternatives to the phrase "having." Appropriate 
correction is required. See MPEP § 21 1 1.03. Claims 23-42 and 44-48 are objected to because 
they inherit the deficiencies of their respective parent claims, above. 

Claims 18-51 are also objected to because of the following informalities: Independent 
claims 18-22, 43 and 49-51 set forth a plurality of elements or steps that are presented in 
paragraph form without separating each element or step by a line indentation. MPEP § 608.0 l(i) 
states that where a claim sets forth a plurality of elements or steps, each element or step of the 
claim should be separated by a line indentation. Appropriate correction is required. Claims 23-42 
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and 44-48 are objected to because they inherit the deficiencies of their respective parent claims, 
above. 



Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and use fill improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 49-51 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claim 49 recites a program for making a student terminal. It 
appears that Applicant intends to claim a computer program, however the recitation of a program 
not tied to a machine is a data structure per se, which means it is functional descriptive material, 
and as such is not statutory unless tied to a machine (i.e. a computer) that allows its functionality 
to be realized. 



Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 49-5 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Independent claim 49 recites a "program for making a student terminal," that 
includes the recitation of "function as a display step . . . ," followed by the recitation of a collecting 
step and a transmitting step. It is unclear what statutory class of invention claim 49 is intended to 
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comprise, since it begins by claiming a "program", followed by several process steps that include 
no explanation of how or what portion of the "program" is performing these steps. Furthermore, 
it is unclear as to what is the meaning of the phrase "function of a display step"; one of ordinary 
skill can not deduce from this phrase what Applicant is intending to claim. Claims 50 and 51 are 
rejected for inheriting the deficiency of their parent claim, 49. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

8. Claims 18, 20, 22 are rejected under 35 U.S.C. 102(b) as being anticipated by Shapiro et 
al. (US Patent No. 4,715,818). 

Regarding claims 18, 20 and 22, Shapiro discloses a learning system connecting a student 
terminal (14) having an operating portion capable of being operated by a student, a display 
portion (22) on which an image visible by the student is displayed, and a display control means 
for displaying the image on the display portion, to an instructor terminal (12) having a display 
portion (18) displaying an image visible by an instructor, and a display control means for 
displaying an image on the display portion, so as to freely communicate, and transmitting and 
receiving learning information relating to a learning between the student terminal and the 
instructor terminal, wherein the student terminal has a learning operation information collecting 
means for sequentially collecting learning operation information (student's work) on the basis of 
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operation of the operating portion in correspondence to the learning information displayed on the 
display portion of the student terminal, and a transmitting means for sequentially transmitting the 
learning operation information to the instructor terminal, and the display control means in the 
instructor terminal has a function of sequentially displaying the image relating to the learning 
operation information on the display portion of the instructor terminal (column 2, line 30 - 
column 3, line 1 1) (as per claim 18), a learning system connecting an instructor terminal (12) 
having an operating portion capable of being operated by an instructor, a display portion (18) on 
which an image visible by the instructor is displayed, and a display control means for displaying 
an image on the display portion, to a student terminal (14) having a display portion (22) 
displaying an image visible by a student, and a display control means for displaying the image on 
the display portion, so as to freely communicate, and transmitting and receiving learning 
information relating to a learning between the student terminal and the instructor terminal, 
wherein the instructor terminal has an instructor operation information collecting means for 
sequentially collecting instructor operation information (corrections and instructions) on the 
basis of operation of the operating portion, and a transmitting means for sequentially transmitting 
the instructor operation information to the student terminal, and the display control means in the 
student terminal has a function of sequentially displaying the image relating to the instructor 
operation information on the display portion of the student terminal (column 2, line 64 - column 
3, line 1 1) (as per claim 20), and a learning system connecting an instructor terminal having an 
operating portion capable of being operated by an instructor, a display portion on which an 
image visible by the instructor is displayed, and a display control means for displaying an image 
on the display portion, to a student terminal having an operating portion capable of being 
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operated by a student, a display portion displaying an image visible by the student, and a display 
control means for displaying the image on the display portion, so as to freely communicate, and 
transmitting and receiving learning information relating to a learning between the student 
terminal and the instructor terminal, wherein the student terminal has a learning operation 
information collecting means for sequentially collecting learning operation information on the 
basis of operation of the operating portion in correspondence to the learning information 
displayed on the display portion of the student terminal, and a transmitting means for 
sequentially transmitting the learning operation information to the instructor terminal, the display 
control means in the instructor terminal has a function of sequentially displaying the image 
relating to the learning operation information on the display portion of the instructor terminal, 
the instructor terminal has an instructor operation information collecting means for sequentially 
collecting an instructor operation information on the basis of operation of the operating portion, 
and a transmitting means for sequentially transmitting the instructor operation information to the 
student terminal, and the display control means in the student terminal has a function of 
sequentially displaying the image relating to the instructor operation information on the display 
portion of the student terminal (column 2, line 30 - column 3, line 11) (as per claim 22). 

9. Claims 43 and 45 are rejected under 35 U.S.C. 102(b) as being anticipated by Salette (US 
Patent No. 6,155,840). 

Regarding claims 43 and 45, Salette discloses a learning server (102) connected to a 
student terminal (108) having an operating portion capable of being operated by a student, and a 
display portion on which an image visible by the student is displayed and an instructor terminal 
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having a display portion on which an image visible by an instructor is displayed, so as to freely 
communicate, and transmitting and receiving learning information relating to a learning with 
respect to the student terminal and the instructor terminal, wherein the learning server has a 
transmitting means for sequentially transmitting a signal for sequentially displaying an image 
relating to learning operation information on the basis of operation of the operating portion on 
the display portion of the instructor terminal to the instructor terminal, in correspondence to the 
learning information sequentially transmitted from the student terminal and displayed on the 
display portion of the student terminal (column 7, line 59 - column 8, line 7; column 8, line 62 - 
column 9, line 4; sec Fig. 1) (as per claim 43), and wherein the learning server has a transmitting 
means for sequentially transmitting a signal for sequentially displaying an image relating to 
character information (text) included in the learning operation information on the basis of the 
operation of the operating portion on the display portion of the instructor terminal, to the 
instructor terminal, in correspondence to the learning information sequentially transmitted from 
the student terminal and displayed on the display portion of the student terminal (column 8, line 
62 - column 9, line 4) (as per claim 45). 

10. Claims 49-5 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Hamilton (US 
Patent No. 5,176,520). 

Regarding claims 49-5 1, Hamilton discloses a program for making a student terminal 
(151-161 - see Fig. 1) having an operating portion capable of being operated by a student and a 
display portion (102) on which an image visible by the student is displayed, function as a display 
step of displaying learning information relating to a learning on the display portion, a collecting 
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step of sequentially collecting a learning operation information on the basis of operation of the 
operating portion, in correspondence to the learning information displayed on the display portion 
in accordance with the display step, and a transmitting step of sequentially transmitting a signal 
for displaying the learning operation information sequentially collected in accordance with the 
collecting step on a display portion in an instructor terminal (106) connected so as to freely 
communicate, to the instructor terminal (column 2, lines 25-64) (as per claim 49), a program for 
making a student terminal having an operating portion capable of being operated by an instructor 
and a display portion on which an image visible by the instructor is displayed, function as a 
display step of displaying instruction information relating to an instruction on the display 
portion, a collecting step of sequentially collecting instruction operation information on the basis 
of operation of the operating portion, in correspondence to the instruction information displayed 
on the display portion in accordance with the display step, and a transmitting step of sequentially 
transmitting a signal for displaying the instruction operation information sequentially collected in 
accordance with the collecting step on a display portion in a student terminal connected so as to 
freely communicate, to the student terminal (column 2, lines 25-64) (as per claim 50), a program 
for making a student terminal having an operating portion capable of being operated by a student 
and a display portion on which an image visible by the student is displayed, function as a display 
step of displaying learning information relating to a learning on the display portion, a collecting 
step of sequentially collecting learning operation information on the basis of operation of the 
operating portion, in correspondence to the learning information displayed on the display portion 
in accordance with the display step, and a transmitting step of sequentially transmitting a signal 
for displaying the learning operation information sequentially collected in accordance with the 
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collecting step on a display portion in another student terminal and an instructor terminal 
connected so as to freely communicate, to the other student terminal and the instructor terminal 
(column 2, lines 25-64) (as per claim 51). 



Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

13. Claims 38, 40 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shapiro et al. (US Patent No. 4,715,818). 

Regarding claims 38, 40 and 42, Shapiro does not explicitly disclose the student terminal 
has a selecting means for selecting whether making the function of transmitting the learning 
operation information by the transmitting means effective or ineffective. However, the examiner 
takes OFFICIAL NOTICE that the function of allowing a user to activate or inactivate a learning 
operation such as that taught by Shapiro is old and well known. It would have been obvious to 
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one skilled in the art at the time of the invention to modify the teachings of Shapiro by providing 
a selecting means for making the operation effective or ineffective, as required, with the 
motivation of allowing the user to being participating when he is ready. 

14. Claims 19, 29 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shapiro et al. (US Patent No. 4,715,818) in view of Salette (US Patent No. 6,155,840). 

Regarding claims 19 and 29, Shapiro discloses a learning system connecting a student 
terminal having an operating portion capable of being operated by a student, a display portion on 
which an image visible by the student is displayed, and a display control means for displaying 
the image on the display portion, to an instructor terminal having a display portion displaying an 
image visible by an instructor, a display control means for displaying an image on the display 
portion, and a voice generating means for generating a voice, so as to freely communicate, and 
transmitting and receiving learning information relating to a learning between the student 
terminal and the instructor terminal, wherein the student terminal has a learning operation 
information collecting means for sequentially collecting a learning operation information on the 
basis of an operation of the operating portion in correspondence to the learning information 
displayed on the display portion of the student terminal (column 2, line 30 - column 3, line 1 1). 
Shapiro does not explicitly disclose a photographing means for sequentially photographing face 
information of the student, a voice collecting means for sequentially collecting voice information 
generated by the student, and a transmitting means for sequentially transmitting the face 
information, the learning operation information and the voice information to the instructor 
terminal, the display control means in the instructor terminal has a function of sequentially 
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displaying the image relating to the face information and the learning operation information on 
the display portion of the instructor terminal, and the voice generating means in the instructor 
terminal has a function of generating the voice information (as per claim 19), and the learning 
operation information collecting means in the student terminal has a function of sequentially 
collecting positional information (as per claim 29). However, Salette discloses a 
student/instructor collaboration system where video cameras are used to provide a sequential 
image of the student on the instructor's screen, and a sequential image of the instructor on the 
student's screen (column 4, line 66 - column 5, line 21), and the student terminal includes a 
computer mouse for collecting positional information (sec Fig. 2). It would have been obvious to 
one skilled in the art at the time of the invention to modify the teachings of Shapiro by adding 
the video conferencing system taught by Salette, with the motivation of allowing the instructor to 
see and communicate with students in remote locations. 

Regarding claim 39, Shapiro and Salette do not explicitly disclose the student terminal 
has a selecting means for selecting whether making the function of transmitting the learning 
operation information by the transmitting means effective or ineffective. However, the examiner 
takes OFFICIAL NOTICE that the function of allowing a user to activate or inactivate a learning 
operation such as that taught by Shapiro is old and well known. It would have been obvious to 
one skilled in the art at the time of the invention to modify the teachings of Shapiro and Salette 
by providing a selecting means for making the operation effective or ineffective, as required, 
with the motivation of allowing the user to being participating when he is ready. 
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15. Claims 21, 28, 30-32 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shapiro et al. (US Patent No. 4,715,818) in view of Hamilton (US Patent No. 5,176,520). 

Regarding claim 21, Shapiro discloses a learning system connecting a student terminal 
having an operating portion capable of being operated by a student, a display portion on which 
an image visible by the student is displayed, and a display control means for displaying the 
image on the display portion, to an instructor terminal having a display portion displaying an 
image visible by an instructor, and a display control means for displaying an image on the 
display portion, so as to freely communicate, and transmitting and receiving learning information 
relating to a learning between the student terminal and the instructor terminal (column 2, line 30 
- column 3, line 1 1). Shapiro does not explicitly disclose the instructor terminal and another of 
the student terminal has a learning operation information collecting means for sequentially 
collecting learning operation information on the basis of an operation of the operating portion of 
one of the student terminal, and a transmitting means for sequentially transmitting the learning 
operation information to the instructor terminal and the other of the student terminal, and the 
display control means in the other student terminal and the instructor terminal have a function of 
sequentially displaying the image relating to the learning operation information on the display 
portions of the other student terminal and the instructor terminal (as per claim 21), and the 
learning operation information collecting means in the student terminal ahs a function of 
sequentially collecting positional information (as per claims 28 and 30-32). However, Hamilton 
discloses, in a similar screen-sharing instructor/student collaboration system, the idea of 
transmitting the material on one student's screen to the screens of the rest of the students in the 
class (column 2, lines 55-57), and the student terminal collects positional information (via stylus 
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- see Fig. 6a). It would have been obvious to one skilled in the art at the time of the invention to 
modify the teachings of Shapiro by adding transmitting the material on the student's screen to 
other students and allowing the student terminal to collect positional information, as taught by 
Hamilton, with the motivation of allowing the students to learn from each other as well as the 
instructor. 

Regarding claim 41, Shapiro and Hamilton do not explicitly disclose the student terminal 
has a selecting means for selecting whether making the function of transmitting the learning 
operation information by the transmitting means effective or ineffective. However, the examiner 
takes OFFICIAL NOTICE that the function of allowing a user to activate or inactivate a learning 
operation such as that taught by Shapiro is old and well known. It would have been obvious to 
one skilled in the art at the time of the invention to modify the teachings of Shapiro and 
Hamilton by providing a selecting means for making the operation effective or ineffective, as 
required, with the motivation of allowing the user to being participating when he is ready. 

16. Claims 23, 25, 27, 33, 35 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shapiro et al. (US Patent No. 4,715,818) in view of DeNicola et al. (US Patent 
No. 6,288,753 Bl). 

Regarding claims 23, 25, 27, 33, 35 and 37, Shapiro does not explicitly disclose the 
instructor terminal has a transmitting means for transmitting question information relating to the 
learning to the student terminal, and the learning operation information collecting means in the 
student terminal has a function of sequentially collecting the learning operation information on 
the basis of the operation of the operating portion in correspondence to the question information 
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displayed on the display portion of the student terminal (as per claims 23, 25 and 27), and the 
instructor terminal has a learning memory means for storing at least one of the learning operation 
information (as per claims 33, 35 and 37). However, DeNicola discloses an interactive learning 
system where an instructor transmits question information to a student terminal so that the 
student can respond to the question (column 4, line 51 - column 5, line 7), and storing the 
student's answers in a database (learning operation information) (column 13, lines 37-48). It 
would have been obvious to modify the teachings of Shapiro by adding the exam feature and 
storing means taught by DeNicola, with the motivation of allowing the instructor to determine 
whether the students are learning the information being taught. 

17. Claims 24 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shapiro 
et al. (US Patent No. 4,715,818) in view of Salette (US Patent No. 6,155,840), and further in 
view of DeNicola et al. (US Patent No. 6,288,753 Bl). 

Regarding claims 24 and 34, Shapiro and Salette do not explicitly disclose the instructor 
terminal has a transmitting means for transmitting question information relating to the learning to 
the student terminal, and the learning operation information collecting means in the student 
terminal has a function of sequentially collecting the learning operation information on the basis 
of the operation of the operating portion in correspondence to the question information displayed 
on the display portion of the student terminal (as per claim 24), and the instructor terminal has a 
learning memory means for storing at least one of the learning operation information (as per 
claim 34). However, DeNicola discloses an interactive learning system where an instructor 
transmits question information to a student terminal so that the student can respond to the 
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question (column 4, line 51 - column 5, line 7), and storing the student's answers in a database 
(learning operation information) (column 13, lines 37-48). It would have been obvious to modify 
the teachings of Shapiro and Salette by adding the exam feature and storing means taught by 
DeNicola, with the motivation of allowing the instructor to determine whether the students are 
learning the information being taught. 

18. Claims 26 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shapiro 
et al. (US Patent No. 4,715,818) in view of Hamilton (US Patent No. 5,176,520), and further in 
view of DeNicola et al. (US Patent No. 6,288,753 Bl). 

Regarding claims 26 and 36, Shapiro and Hamilton do not explicitly disclose the 
instructor terminal has a transmitting means for transmitting question information relating to the 
learning to the student terminal, and the learning operation information collecting means in the 
student terminal has a function of sequentially collecting the learning operation information on 
the basis of the operation of the operating portion in correspondence to the question information 
displayed on the display portion of the student terminal (as per claim 26), and the instructor 
terminal has a learning memory means for storing at least one of the learning operation 
information (as per claim 36). However, DeNicola discloses an interactive learning system where 
an instructor transmits question information to a student terminal so that the student can respond 
to the question (column 4, line 5 1 - column 5, line 7), and storing the student's answers in a 
database (learning operation information) (column 13, lines 37-48). It would have been obvious 
to modify the teachings of Shapiro and Hamilton by adding the exam feature and storing means 
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taught by DeNicola, with the motivation of allowing the instructor to determine whether the 
students are learning the information being taught. 

19. Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over Salette (US 
Patent No. 6,155,840) in view of DeNicola et al. (US Patent No. 6,288,753 Bl). 

Regarding claim 44, Salette discloses the learning server has a question information 
memory means for storing question information relating to a learning, and the transmitting 
means has a function of transmitting the question information to the student terminal in 
correspondence to a question request signal from the instructor terminal (column 9, lines 38-50). 
It is noted that Salette does not explicitly disclose a function of sequentially transmitting a signal 
for sequentially displaying an image relating to the learning operation information on the basis of 
the operation of the operating portion on the display portion of the instructor terminal, to the 
instructor terminal, in correspondence to the question information sequentially transmitted from 
the student terminal and displayed on the display portion of the student terminal. However, 
DeNicola discloses a similar system where student can respond to the questions, as required 
(column 4, line 5 1 - column 5, line 7). It would have been obvious to one skilled in the art at the 
time of the invention to modify the teachings of Salette by allowing the student to respond to the 
questions, as taught by DeNicola, with the motivation of allowing the instructor to determine 
whether the student is learning the material. 
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20. Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Salette (US 
Patent No. 6,155,840) in view of DeNicola et al. (US Patent No. 6,288,753 Bl), and further in 
view of Holtz et al. (US Patent No. 6,909,874 B2) 

Regarding claim 47, Salette and DeNicola do not explicitly disclose the learning server 
has a billing means for billing with respect to the student terminal and/or the instructor terminal, 
in the case that the function in the transmitting means is made effective. However, Holtz 
discloses a similar computer-based educational system that includes a billing process for billing 
students who active the service (column 18, line 54 - column 19, line 3). It would have been 
obvious to one skilled in the art at the time of the invention to modify the teachings of Salette 
and DeNicola by adding the billing feature taught by Holtz, with the motivation of providing a 
mechanism for the student to pay for the services. 

21. Claims 46 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over Salette 
(US Patent No. 6,155,840) in view of Holtz et al. (US Patent No. 6,909,874 B2) 

Regarding claims 46 and 48, Salette does not explicitly disclose the learning server has a 
billing means for billing with respect to the student terminal and/or the instructor terminal, in the 
case that the function in the transmitting means is made effective. However, Holtz discloses a 
similar computer-based educational system that includes a billing process for billing students 
who active the service (column 18, line 54 - column 19, line 3). It would have been obvious to 
one skilled in the art at the time of the invention to modify the teachings of Salette by adding the 
billing feature taught by Holtz, with the motivation of providing a mechanism for the student to 
pay for the services. 
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Conclusion 

22. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Lemelson (US Patent No. 5,823,788) discloses an interactive educational system. 

23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Egloff whose telephone number is (571) 270-3548. The 
examiner can normally be reached on M-F 7:30am - 5:00 pm EDT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached at (571) 272-7147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kathleen Mosser/ 

Primary Examiner, Art Unit 3715 

Peter Egloff 
3/25/09 
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